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DETAILED ACTION 

1 . Claims 1 -1 2 have been rejected. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in Great Britain on October 10, 1998. It is noted, however, that 
applicant has not filed a certified copy of the 9822074.2 application as required by 35 
U.S.C. 119(b). 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-12 are rejected under 35 U.S.C. § 101 because the claimed invention 
lacks patentable utility. It is not apparent to the examiner that the claimed invention 
produces a useful, concrete, and tangible result. 

5. While the claims 1-4 all recite "a method for emulating a processor", the 
teachings of the disclosure achieve this "emulation" by performing arithmetic operations 
to translate memory addresses, an example of which is given in the specification (pages 
3-9) and well within the capabilities of an ordinary human being. While it is appreciated 
that claim 1 recites "bytes stored in a memory addressed by a processor", claim 2 
recites "any two bytes stored in memory", and claim 3 recites "strings of bytes in the first 
endian format which are stored successively by the processor", all of these computer- 



Application/Control Number: 09/827,739 Page 3 

Art Unit: 2123 

related terms are prefaced by the term "such that", granting an exemplary definition to 
the computer-related terms. For example, it is quite possible for a human to perform a 
memory address translation such that the resulting byte locations, when addressed by a 
processor, conform to a certain convention. 

6. Claim 5 recites "a process for compiling or translating a computer program code 
instruction", however the claimed limitations similarly relate to performing an arithmetic 
memory address translation and recite no tangible embodiment such that a human 
being would not infringe the claimed limitations. Claims 6-8 which depend upon claim 5 
fail to incorporate any limitation that precludes a human being from performing the 
process. 

7. Claims 9-12 all recite "an endian transformation system" which relate performing 
arithmetic operations to translate memory addresses similar to claims 1-5 above. 

8. See MPEP 2106 regarding statutory and nonstatutory patent claims as applied to 
computer-related inventions. In claims 1-12, the tangible result of the methods, 
processes, or systems is unknown to the examiner. 

9. To expedite a complete examination of the instant application the claims rejected 
under 35 U.S.C. § 101 (nonstatutory) above are further rejected as set forth below in 
anticipation of applicant amending these claims to place them within the four statutory 
categories of invention. 

Double Patenting 

10. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. § 101 which states that "whoever invents or 
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discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 61 9 (CCPA 1970). 

A statutory type (35 U.S.C. § 101) double patenting rejection can be overcome 
by canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. § 101. 

11. Claims 1-12 provisionally rejected under 35 U.S.C. § 101 as claiming the same 
invention as that of claims 1-12 of copending Application No. 10/176,694. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

12. Claims 1 -^provisionally rejected under 35 U.S.C. § 101 as claiming the same 
invention as that of claims 1-12 of copending Application No. 10/177,131. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 



Claim Rejections - 35 USC §112 

13. The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

14. Claims 1-4 and 9-12 rejected under 35 U.S.C. § 112, first paragraph, because 
the specification, while being enabling for a process of emulating a processor which 
consists solely of translating memory addresses with regard to big or little endian 
arrangements, does not reasonably provide enablement for every conceivable means of 
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emulating a processor including those that translate memory addresses. The disclosure 
is enabling for at most those means of emulating a processor known to the inventor. 
Claims 1-4 and 9-12 are single means claims and therefore not enabling for the scope 
of the claim. See MPEP 2164.08(a). 

15. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

16. Claim 1-4 is rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

17. Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncommon definition so as to put one reasonably, skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). The term "emulate" in claims 1-4 is used by the claim to mean "adapting 
program code intended for a first processor to execute on a second processor which 
observes a different convention for ordering the significance of bytes within words", 
while the accepted meaning is "directly executing program code intended for a 
processor of a different design on the current processor." (See Microsoft Computer 
Dictionary) The term is indefinite because the specification does not clearly redefine the 
term. 
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Claim Interpretation 

18. Regarding claims 1-4, the term "emulating a processor" has been interpreted as 
"adapting program code intended for a first processor to execute on a second processor 
which observes a different convention for ordering the significance of bytes within 
words." 

Claim Rejections - 35 USC § 102 

19. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

20. Claims 9-12 are rejected under 35 U.S.C. § 102(b) as being anticipated by Loen 
et al. US Patent No. 5,968,164. 

21. Regarding claim 1, Loen et al. teaches a method for adapting program code 
intended for a first processor to execute on a second processor which observes a 
different convention for ordering the significance of bytes within words wherein memory 
addresses are transformed to reflect the difference between big endian and little endian 
addressing conventions which result in a mirror image of the original bytes (column 6, 
line 20 - column 7, line 29; Figures 3A-3B). 

22. Regarding claim 2, Loen et al. also teaches that one addressing convention is 
the reverse of the other and the transformation preserves the offset between addresses 
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and the relative order of addresses of bytes stored in memory is reversed (column 6, 
line 20 - column 7, line 29; Figures 3A-3B). 

23. Regarding claim 3, Loen et al. also teaches that byte strings stored successively 
by the processor aggregate in the same manner as if the code had been executed on a 
processor that is naturally biased toward the same endian convention as the code 
(column 6, line 20 - column 7, line 29; Figures 3A-3B). While Loen et al. does not 
explicitly disclose this feature, it is inherent in a computer system which supports big 
and little endian code equally well (column 4, lines 49-55; column 7, line 62 - column 8, 
line 18). If the invention of Leon et al. did not aggregate byte strings as though they had 
not been translated, then code would need to be specifically designed for the processor 
to accommodate this peculiarity of the endian implementation. 

24. Regarding claim 4, Leon et al. also teaches that the memory address B of word 
length L is transformed to the address A-B-L+S where A is the total number of bytes 
allocated to the program and S is the start address of the program (Figures 4A-4D). 
Figures 4A-4D of Leon et al. discloses an example where A=8, S=0, and L is 8, 16, 32, 
or 64 bit, however also teaches other values for L (column 7, lines 62 - column 8, line 
46). 

25. Regarding claim 5, Leon et al. teaches a process for translating a program code 
instruction for execution on a programmable machine using a corresponding 
predetermined convention of ordering the significance of bytes within words of the 
address space (column 6, line 20 - column 7, line 29; Figures 3A-3B) comprising: 
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transforming the referenced memory address with respect to a fixed block size of 
memory in the programmable machine so as to change the referenced 
address value by an amount that is fixed for a given number of bytes 
being accessed in each word (Figures 4A-4D; column 7, lines 62 - column 
8, line 46); 

including the changed address reference in the output instruction so that there is 
no extra operation required during execution of the instruction to 
accommodate the convention for ordering bytes within words used by said 
predetermined programmable machine (column 7, lines 62 - column 8, 
line 46). 

26. Regarding claim 6, Leon et al. teaches that the system is applied to program 
source code (column 7, lines 62 - column 8, line 46). 

27. Regarding claim 7, Leon et al. teaches that a fixed block of memory is either big 
endian or little endian and therefore addressed from a predetermined one of its two 
ends depending upon the convention utilized for ordering the significance of bytes within 
the words (column 6, line 20 - column 7, line 29; Figures 3A-3B). 

28. Regarding claim 8, Leon et al. teaches that the translation causes a fixed block of 
memory contents for a big-endian machine to be inverted to the mirror image of that for 
a little-endian machine (column 6, line 20- column 7, line 29; Figures 3A-3B). 

29. Claims 9-12 all recite "an endian transformation system" which performs the 
methods of claims 1-4, respectively. As the invention disclosed by Leon et al. is indeed 
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a system that performs a method used to reject claims 1-4 (column 4, lines 49-55), 
claims 9-12 are rejected for the same reasons used to reject claims 1-4 above. 

Conclusion 

Art considered pertinent by the examiner but not applied has been cited on form 
PTO-892. In particular, the examiner has attempted to cite prior art that is substantially 
equivalent to applicant's invention in function or structure and could form the basis for a 
rejection under 35 U.S.C. §§ 102 or 103, but is not applied in this office action. The 
examiner requests that applicant consider these references if amending the claims at a 
future date. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Proctor whose telephone number is (571) 272- 
3713. The examiner can normally be reached on 8:30 am-4:30 pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin J Teska can be reached on (571) 272-3716. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jason Proctor 
Examiner 
Art Unit 2123 
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